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DETAILED ACTION 

1 . Claims 1 -5 are subject to examination. 

Response to Arguments 

2. Applicant's arguments filed 09/23/05 have been fully considered but they are not 
persuasive for the following reasons: 

Applicant's argument: 
Claims 1 and 2, 

"Chase does not show or disclose using only one list of corresponding objects 
that can perform preservation of objects during synchronization even if the list only 
exists on one of the devices being synchronized. 
Examiner's response: 

Claim 1 recites "if an object is on the list, then instructing the second computing 
device to refrain from updating the object when the first computing device cannot 
access the corresponding object." 

Chase teaches in col. 13, line 30-49, "On the desktop C, the tags 216 are 
implemented as a data structure as part of the data synchronization software that runs 
on the desktop computer C. These tags 216 point to one of the field mapping table 
entries 250-252 which contain information about the handheld computer H data as well 
as the desktop C data for the purpose of creating a mapping between data records. In 
addition, the desktop tags 216 would need to point to the signature table entries 240- 
243 containing a signature for each desktop data element to be used during 
synchronization to determine if the associated data has been modified since the last 
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synchronization session. This signature structure is used because there is no direct 
method that informs the desktop tag when data has been changed. Likewise, field-to- 
field mappings would also need to be constructed since desktop PIMs are likely to 
support more fields than handheld PIMs. By definition, these mappings also provide a 
mechanism for filterino out fields allowing more control over what data to share and 
what data to keep exclusive." Thus Chase teaches "if an object is on the list, then 
instructing the second computing device to refrain from updating the object when the 
first computing device cannot access the corresponding object." 
Applicant's argument: 
Claim 3, 

"The Chase reference does not show or disclose listing pairs of corresponding 
objects and protecting an object and the data items in contains from deletion during 
synchronization if a corresponding object in a listed pair is unavailable." 
Examiner's response: 

Claim 3 recites "synchronizing each available pair of objects with new data items 
from either object in the pair; protecting an object and the data items it contains from 
deletion during synchronization if a corresponding object in a listed pair is unavailable. 

As stated above, Chase teaches in col. 13, line 30-49, " Bv definition, these 
mappings also provide a mechanism for filtering out fields allowing more control over 
what data to share and what data to keep exclusive." Thus Chase teaches 
synchronizing each available pair of objects with new data items from either object in 
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the pair; protecting an object and the data items it contains from deletion during 
synchronization if a corresponding object in a listed pair is unavailable. 

3. Applicant's arguments with respect to claims 4 and 5 have been considered but 
are moot in view of the new ground(s) of rejection. 

Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528. 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

5. Claims 1 , 3, 4 and 5 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1 , 12, 18, of U.S. Patent No. 6, 862, 
617. Although the conflicting claims are not identical, they are not patentably distinct 



from each other because of the following limitations shown below. 



US Patent 6 862 617 




Claim 1, A method comprising: 

without input from a user, automatically 
identifying storage volumes currently 
accessible to a first device, wherein the 
storage volumes store objects; 

based on the identification of storaae 


Claim 1, A method of synchronizing objects 
between two devices when some of the 
objects are intermittently unavailable on one of 
the devices, wherein the method prevents the 
devices from deleting an object when its 
corresponding object on the other device is 
unavailable,, comprising: 

creating a list of the objects to update 
on a first computing device and a second 
computing device, wherein the objects on the 
second computing device are updated using 
corresponding objects on the first computing 
device ; and if an object is on the list, then 
instructing the second computing device to 
refrain from updating the object when the first 
computing device cannot access the 
corresponding object. 

The obvious limitations are identified as 
underlined. Please note that Claim 1of the 
instant application preamble insists on "the 
method prevents the devices from deletina an 


volumes currentiv accessible to the first 


device, automaticallv identifvina objects 


subject to deletion from a second device 


durina a synchronization orocess to occur 


between the first device and the second 


device: 

without input from a user, automaticallv 
oreventina deletion of the obiects subiect to 
deletion durina the synchronization process: 
and 

automaticallv svnchronizina onlv objects 


contained in the storaae volumes cun'entiv 


accessible to the first device. 


obiect when its corresoondina obiect on the 


other device is unavailable" identifvina the 
specific feature of the method of 
synchronization, thus "Updating" is including 
"deleting". 
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Claim 12, A method of synchronizing objects 
between a portable computer and a base 
computer, wherein the base computer 
attempts to delete objects during 
synchronization if corresponding objects are 
not accessible to the portable computer, the 
method comprising: 

storinq an obiect on a removable storaae 
device, wherein the removable storaae 


Claim 3, a method of maintaining 
contemporaneous data items within 
corresponding objects when one of the 
corresponding objects has new data items 
wherein the method prevents devices from 
deleting an object during synchronization 
when its corresponding object is unavailable, 
(abstract), comprising: 

listing pairs of corresponding objects, wherein 
a first member of each pair resides on a first 
computing device and a second member of 
each pair resides on a second computing 
device; synchronizing each available pair of 
objects with new data items from either object 
In the pair; and protecting an object and the 
data items that it contains from deletion during 
synchronization if a corresponding object in a 
listed pair is unavailable. 

The obvious limitations are identified as 
underlined. Please note that Claim 1 of the 
instant application preamble insists on 
"wherein the method prevents devices from 
deleting an object during synchronization 
when Its corresponding object is unavailable" 
identifying the specific feature of the method of 
synchronization, thus "maintaining 
contemporaneous data Items" is Including 
"deletion" during synchronization. 


device is confiaured to be inserted into and 
removed from the Dortable comouter: 

automaticallv creatina an association 


between the obiect and a corresoondina 


obiect on the base comouter; and 

without user intervention, synchronizing the 
object stored on the removable storage 
device with the corresponding object on the 
base computer If the removable storage 
device is inserted into the portable computer; 
and 

without user Intervention, automaticallv 
oreventina the corresoonding obiect on the 
base computer from beina deleted if the 


removable storaae device Is not inserted Into 
the portable comouter. 




Please also refer to the above for clainris 4 
and 5. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b). by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated Cliase. jr. 
(US 5, 974. 238). 
Referring to claim 1, 

Chase teaches a method of synchronizing objects between two devices when some of 
the objects are intermittently unavailable on one of the devices, wherein the method 
prevents the devices from deleting an object when its corresponding object on the other 
device is unavailable,, comprising: 

creating a list of the objects to update on a first computing device and a second 
computing device, wherein the objects on the second computing device are updated 
using corresponding objects on the first computing device (Abstract); and 

if an object is on the list, then instructing the second computing device to refrain 
from updating the object when the first computing device cannot access the 
corresponding object, (col, 13, line 30-49, Fig. 5) 
Referring to claim 2, 

Chase teaches the method as recited in claim 2, further comprising removing the object 
from the list when the corresponding object is pernnanently removed from the first 
device. (Fig, 5, element "delete") 
Referring to claim 3, 
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Chase teaches a method of maintaining contemporaneous data Items within 
corresponding objects when one of the corresponding objects has new data items 
wherein the method prevents devices from deleting an object during synchronization 
when its corresponding object is unavailable, (abstract), comprising: listing pairs of 
corresponding objects, wherein a first member of each pair resides on a first computing 
device and a second member of each pair resides on a second computing device; 
synchronizing each available pair of objects with new data Items from either object In 
the pair; and protecting an object and the data items that it contains from deletion during 
synchronization if a con-esponding object In a listed pair is unavailable, (col. 13, line 30- 
49, Fig. 5) 

Referring to claim 4, 

Chase teaches a method of maintaining a contemporaneous conresponding objects on 
a first and a second device throughout synchronization, wherein the method prevents 
the devices from deleting an object when Its corresponding object is unavailable 
(Abstract) comprising: 

Creating a list of corresponding objects prior to the synchronization (Fig. 5); 

During synchronization, determining if an object on the list exists in the first 
device; if the object does not exist in the first device then determining If the object exists 
in the second device; and if the object exists in the second device then protecting the 
object from deletion and allowing the first device to access the object or providing the 
object to the first device, (col. 13, line 30-49, Fig, 5) 
Referring to claim 5, 
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Chase teaches a synchronization method for computing devices, wherein the method 
prevents devices from deleting an object when its con^esponding object is unavailable, 
comprising: creating a list of corresponding objects stored on two computing devices 
(Fig.5); communicatively coupling the two computing devices for synchronization (Fig. 
1 F); preventing deletion of the object during synchronization when the corresponding 
object is unavailable and the object is on the list. ({col. 13, line 30-49) 

Conclusion 

Examiner's note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing responses, 
to fully consider the references in entirety as potentially teaching all or part of the 
claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashok B. Patel whose telephone number is (571) 272- 
3972. The examiner can normally be reached on 8:00am-5:G0pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A. Follansbee can be reached on (571) 272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Abp 




